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TRADEMARK  (Volume  Two) 

Trademark 

Common  Law  Marks:  Litigating  Passing  Off  Actions 

Thomas  Bub,  The  Distinction  Between  the  Common  Law  Remedy  in  Actions  of  Passing  Off  and 
the  Statutory  Protection  of  Registered  Marks"  (1996)  18  Advocates  Quarterly  220-231 .  1 

Scott  JolifFe,  "The  Common  Law  Doctrine  of  Passing  Off'  in  Henderson,  ed..  Trade-marks  Law 
of  Canada,  197 .  7 

(1984)  Consumers  Distributing  Co.  v.  Seiko  Time  Canada  Ltd.,  [1984]  1  S.C.R.  583  (S.C.C.).22 

Paramount  Pictures  v.  Howey  (1991),  5  O.R.  (3d)  573  (Ont.  H.C.) . 35 


Overview  of  the  Registered  Trademark  System 

Gordon  Henderson,  "An  Overview  of  Intellectual  Property"  in  Henderson,  ed..  Trade-marks  Law 
of  Canada  1 .  42 

William  Hayhurst,  "What  is  a  Trade-mark?  The  Development  of  Trade-mark  Law",  in 
Henderson,  ed..  Trade-marks  Law  of  Canada  27 . 49 

James  Kokonis,  "The  Scheme  of  the  Canadian  Trade-marks  Act"  in  Henderson,  ed..  Trade-marks 
Law  of  Canada  75 .  65 


Lynda  Covello,  Flow  Chart  of  Canadian  Trade-marks  Act  (1991). 
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7  The  Doctrine  of  Secondary  Meaning 

Nicholas  H.  Fyfe,  "Intellectual  Property  Seminar  —  Trade-mark  Law  Distinctiveness"  in 
Henderson,  ed..  Trade-marks  Law  of  Canada,  113 .  72 

Michael  J.  Allen,  "The  Role  of  Actual  Confusion  Evidence  in  Federal  Trademark  Infringement 
Litigation"  (1994)  16  The  Campbell  Law  Review  19 . 79 

J.  G.  Potvin  and  A.  M.  Leclerc,  "Survey  Evidence  —  A  Tool  of  Persuasion"  (1993)  9  Canadian 
Intellectual  Property  Review  157 . 100 

Willajeanne  F.  McLean,  "The  Birth,  Death,  and  Renaissance  of  the  Doctrine  of  Secondary 
Meaning  in  the  Making",  (1993)  42  American  University  Law  Review  737 .  109 

Rochelle  Cooper  Dreyfliss,  "Expressive  Genericity:  Trademarks  as  Language  in  the  Pepsi 
Generation"  (1990)  65  Notre  Dame  Law  Review  397 .  131 

Rochelle  Cooper  Dreyfliss,  "We  are  Symbols  and  Inhabit  Symbols,  So  Should  We  be  Paying 
Rent?  Deconstructing  the  Lanham  Act  and  Rights  of  Publicity"  (1996)  20  Columbia- VLA 
Journal  of  Law  &  the  Arts  123 . 145 

Optional:  Rosemary  Coombe,  "Objects  of  Property/Subjects  of  Politics"  in  Cultural 
Appropriations:  Authorship,  Alterity  and  the  Law  (forthcoming,  1997). 

8  Trademarks,  Dilution,  and  Parody 

"An  Act  to  amend  the  Trademark  Act  of  1946  to  make  certain  revisions  relating  to  the  protection 
of  famous  marks",  1996  Enacted  H.R.  1295 .  160 

Florida  Statutes,  Title  XXXII,  c.  495.151  (1996) .  162 

Trade-Marks  Act,  RS.C.  1985,  c.  T-13,  s.  22 .  162 

Hughes  on  Trade  Marks,  Issue  31  (June,  1996),  s.  44,  "Protection  of  Goodwill" . 163 

Purolator  Courier  Ltd.— Courrier  Purolator  Ltee  v.  Mayne  Nickless  Transport  Inc.  (1990),  33 
C.P.R.  (3d)  391  (F.C.T.D.) .  165 


Source  Perrier  (Societe  Anonyme)  v.  Fira-Less  Marketing  Co.  Ltd.  (1983),  70  C.P.R.  (2d)  61 
(F.C.T.D.) .  168 


Canada  Safeway  Ltd.  v.  Manitoba  Food  &  Commercial  Workers,  Local  832  (1983),  5  W.W.R. 
327  (Man.  C. A.) .  171 

Alex  Kozinski,  "Trademarks  Unplugged"  (1993)  68  New  York  University  Law  Review  960. 
.  174 

Jerre  B.  Swann  and  Theodore  H.  Davis,  Jr.,  "Dilution,  An  Idea  Whose  Time  Has  Gone;  Brand 
Equity  as  Protectable  Property,  the  New/Old  Paradigm"  (1994)  1  Journal  of  Intellectual  Property 


Law  219 . 183 

Elliot  B.  Staffin,  "The  Dilution  Doctrine:  Towards  A  Reconciliation  with  the  Lanham  Act" 

(1995)  6  Fordham  Intellectual  Property,  Media  &  Entertainment  Law  Journal  105 .  203 

Megan  E.  Gray,  "Defending  Against  a  Dilution  Claim:  A  Practitioner's  Guide"  (1996)  4  Texas 
Intellectual  Property  Law  Journal  205 .  240 


Optional:  Rosemary  Coombe,  "Objects  of  Property  and  Subjects  of  Politics"  in  Cultural 
Appropriations:  Authorship,  Alterity  and  the  Law  (forthcoming  1997). 


Grey  Marketing  of  Trademarked  Goods 

Shashank  Upadhye,  "Rewriting  the  Lanham  Trademark  Act  to  Prohibit  the  Importation  of  All 
Gray  Market  Cjoods"  (1996)  20  1996  Seton  Hall  Legislative  Journal  59.  (handout) 

William  Hayhurst,  "Intellectual  Property  as  a  non-tariff  barrier  in  Canada  with  Particular 


Reference  to  'Grey  Goods'  and  'Parallel  Imports'"  (1990)  31  C.P.R.  (3d)  289 .  248 

Smith  &  Nephew  v.  Glen  Oak  (1996),  68  C.P.R.  (3d)  153  (F.C.A.) .  260 
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